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Setting the Stage

What’s inside the black box?



What is patentable?

NEW, USEFUL, 
NONOBVIOUS, 

ENABLED & 
CLEARLY 

DESCRIBED

Process

Machine

Composi-
tion of 
Matter

Manu-
facture

Improvements 
thereof
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35 U.S.C. § 101

Subject Matter Eligibility
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35 U.S.C. § 101: Inventions Patentable

“Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition 
of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 

the conditions and requirements of this title.”

The Statute

9/15/2016 6



The four statutory categories of invention:
1. Process = “an act, or series of acts or steps”
2. Machine = “a concrete thing, consisting of parts, or of certain 

devices and combination of devices”
3. Manufacture = “an article produced from raw or prepared 

materials by giving these materials new forms, qualities, 
properties, or combinations, whether by hand labor or by 
machinery”

4. Composition of Matter = “all compositions of two or more 
substances and all composite articles, whether they be the 
results of chemical union, or of mechanical mixture, or 
whether they be gases, fluids, powders or solids, for example.

Four Categories of Invention
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The Supreme Court has interpreted the statutory 
categories to exclude certain subject matter as 
ineligible for patenting.  The excluded subject matter 
is limited to the following 3 judicial exceptions:

1. Abstract ideas (e.g., mathematical formulas, 
fundamental economic practices, certain methods of 
organizing human activities, an idea of itself).

2. Laws of nature (e.g., naturally occurring correlations, 
scientific principles).

3. Natural phenomena (e.g., wind, a plant found in the 
wild, minerals)

35 U.S.C. § 101: Judicial Exceptions
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• Patent Subject-Matter Eligibility: Roundtable 1 at 
the Texas Regional Office
– November 14, 2016,  12-4 p.m.

• Federal Register Volume 81, Number 200 
(Monday, October 17, 2016)
– Request for Comments (Due, January 18, 2017)

• Examination Guidance and Training Materials

Changing Landscape, How to Keep Current?
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35 U.S.C. § 101

Utility
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35 U.S.C. § 101: Utility

“Whoever invents or discovers any new and useful 
process, machine, manufacture, or composition of 

matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to 

the conditions and requirements of this title.”

The Statute
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• The utility requirement serves to ensure that patents are 
granted on only those inventions that are “useful”.

• If an invention has a “well-established” utility, no further 
consideration of utility is necessary.

• For Example (not to scale!):

Utility Requirement
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Utility?
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35 U.S.C. § 102

Novelty



35 U.S.C. 102 Novelty
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• A claimed invention may be rejected under 35 
U.S.C. 102 when the invention is anticipated (or 
is “not novel”) over a disclosure that is available 
as prior art. To anticipate a claim, the disclosure 
must teach every element of the claim. 

35 U.S.C. 102 Novelty
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https://www.uspto.gov/web/offices/pac/mpep/mpep-9015-appx-l.html#al_d1fbe1_234ed_52


•
35 U.S.C. 102 Novelty 
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Public Disclosures and Protecting Your U.S. Patent Rights

A public disclosure is exactly what it sounds like: 
discussing or disclosing your invention in such a 
way that the invention is available or accessible to 
the public.  Examples of public disclosures include:
displaying your invention at a trade show,
posting your invention on the Internet
offering to sell your invention
a description of your invention in a newspaper 
or journal article, or
publicly demonstrating your invention.

Under a grace period provided in U.S. patent law, an inventor may 
file for a patent within one year from the public disclosure of the 

invention (although foreign patent rights may be affected):

An inventor’s public disclosure of his own work at a trade 
show, for example, made less than one year before he 
files his patent application would not preclude patenting 
of the disclosed invention.

An inventor’s public disclosure of her invention made less 
than one year before she files her patent application 
may, in certain circumstances, prevent another person’s 
later public disclosure of that same invention from being 
used to preclude the inventor’s ability to patent her 
invention.

Public disclosures of your invention before you file a patent 
application may affect your ability to get a patent:

Protect your invention by filing a patent application before making any public 
disclosure; the grace period is not absolute protection against all public disclosures.



35 U.S.C. § 103

Non-obvious 
subject matter



Identical?
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It’s a trick question!

Invention

Prior Art



Identical?

May be

 Wheels 
 Soft Fabric Cover
 Can be steered
 Land vehicles
 Propelled by other than human

power

21

May be not

 Metal versus wood frame
 Engine versus horses
 windows
 Different wheels
 Headlights 



A patent for a claimed invention may not be obtained, 
notwithstanding that the claimed invention is not 
identically disclosed as set forth in section 102, if the 
differences between the claimed invention and the 
prior art are such that the claimed invention as a whole 
would have been obvious before the effective filing 
date of the claimed invention to a person having 
ordinary skill in the art to which the claimed invention 
pertains.  Patentability shall not be negated by the 
manner in which the invention was made.

35 U.S.C. § 103 Conditions for Patentability; 
Non-obvious Subject Matter
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• What is the scope and content of the prior art?
• What are the differences between the prior art 

and the claims at issue?
• What is the level of ordinary skill in the pertinent 

art at the time the invention was made?
• Does any objective evidence of nonobviousness

exist?

Graham v. John Deere Co., 838 U.S. 1, 17-18, 148 USPQ 459, 467 (1966).

Graham v. John Deere Inquiries
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Applicant’s Rebuttal Arguments
 Elements are not combinable
 Destruction of the reference
 Combination of elements works differently than 

individual elements
 The prior fails to teach an element
 Non-analogous art
 Impermissible hindsight
 Not an exclusive list of arguments
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Secondary Considerations
• Unexpected Results
• Long felt need/Failure of Others
• Commercial Success
• Copying by Others
• Inoperability of Prior Art
• Skepticism of Experts

25



Teaching Example
U.S. Patent 8,371,246



Federally registered Trademark

Patent
Protected 
Invention

Web site
Copyrighted
2011



First Office Action
U.S. Patent application
13/039916



(A) (B)

(C)



Application 
Requirements
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The specification shall contain a written 
description of the invention, and of the manner 
and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or 
with which it is most nearly connected, to make 
and use the same, and shall set forth the best 
mode contemplated by the inventor of carrying 
out his invention.

35 U.S.C. § 112(a) 

9/15/2016 31

35 USC § 112 (2012)



Section 112(a), requires that the patent application:
– Describe the invention to comply with the Written 

Description Requirement

– Disclose how to make and use the invention to comply 
with Enablement Requirement

– Disclose the best way to practice the invention to 
comply with the Best Mode Requirement

35 U.S.C. § 112(a): The Three Requirements
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• (b) CONCLUSION  - The specification shall conclude 
with one or more claims particularly pointing out 
and distinctly claiming the subject matter which the 
inventor or a joint inventor regards as the invention.

• (c) FORM.—A claim may be written in independent 
or, if the nature of the case admits, in dependent or 
multiple dependent form. 

35 U.S.C. § 112 Specification
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• (d) REFERENCE IN DEPENDENT FORMS  - Subject to subsection (e), a 
claim in dependent form shall contain a reference to a claim 
previously set forth and then specify a further limitation of the 
subject matter claimed. A claim in dependent form shall be 
construed to incorporate by reference all the limitations of the claim 
to which it refers.

• (e) REFERENCE IN MULTIPLE DEPENDENT FORM   - A claim in 
multiple dependent form shall contain a reference, in the alternative 
only, to more than one claim previously set forth and then specify a 
further limitation of the subject matter claimed. A multiple 
dependent claim shall not serve as a basis for any other multiple 
dependent claim. A multiple dependent claim shall be construed to 
incorporate by reference all the limitations of the particular claim in 
relation to which it is being considered.

35 U.S.C. § 112 Specification (cont.)
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Patent Examination
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Two Sides of the Same Coin



Patents Organization Chart

June 28, 2016



Patent Examination Process 
Overview

USPTO
Pre-Exam

Application is filed
by Inventor 
or Assignee

Notice of Allowance

USPTO Grants Patent

APPLICANTEXAMINER

Amendment and/or argument

Appeal

Rejection and/or objection

Abandonment
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– Evaluates the claims for clarity 
and reads the patent application 
for an understanding of the 
claimed invention.

– Performs a prior art search for 
the claimed invention.

What Does a Patent Examiner Do? 
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– Analyzes the patent application in 
conjunction with the prior art 
found.

– Reviews all the evidence, including 
arguments and evidence 
responsive to any previous Office 
action.

What Does a Patent Examiner Do? (cont.)
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– Determines patentability by 
considering whether the claims 
define a useful, novel, 
nonobvious, and enabled 
invention that has been clearly 
described in the specification.

What Does a Patent Examiner Do? (cont.)
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– Writes an Office Action which identifies 
and analyzes all issues in the 
application pertinent to the 
patentability of the claimed invention.

– Ensures all formal requirements are 
satisfied before allowing an application 
for issuance as a patent.

What Does a Patent Examiner Do? (cont.)
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The MPEP is available on-
line, and may be accessed by 
USPTO employees and the 
public at:
http://rdms-mpep-
vip.uspto.gov/RDMS/detail/m
anual/MPEP/current/d0e18.x
ml
The final publication of the 
MPEP in paper form was in 
2012, and encompassed five 
volumes. 

Manual of Patent Examining Procedure
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http://rdms-mpep-vip.uspto.gov/RDMS/detail/manual/MPEP/current/d0e18.xml


Keys to Success

Carefully read and analyze Office 
communication
Prepare thorough and thoughtful 
response addressing all points
Respond TIMELY

Submit any necessary fees

Ask questions, seek help if necessary



Consider an Interview

• Interview
– Pro Se

• Phone or in person

– Attorney/Agent
• Phone or in person
• Inventor cannot have interview without attorney or 

agent present
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Thank You!
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